Remarks 

Claims 12, 13, 16, 17, 20 to 24 and 27 are pending. Claims 12, 16 and 20 
have been amended. The nonelected Claims 28 to 48 have been cancelled. 

The Office Action stated that Applicant's election without traverse of Group 
I in Paper No. 15 is acknowledged. 

The Office Action stated that newly amended claim 40 directed to an 
invention that is independent or distinct from the invention originally claimed for 
the following reasons: Claim 40 is a non-elected claim, therefore, the amendment 
to Claim 40 to depend on an elected claim is an impertinent amendment since 
applicant already decided to not-elect claim 40. The Office Action further stated: 
that, since applicants have received an Action on the merits for the originally 
presented invention, this invention has been constructively elected by original 
presentation for prosecution on the merits; that, accordingly, claim 40 withdrawn 
from consideration as being directed to a non-elected invention; and see 37 CFR 
1 142(b) and MPEP § 821 .03. Claim 40 and the other nonelected claims have 
been cancelled. Applicant again reserves the right to file a divisional and/or 
continuing application on the nonelected invention. 

The Office Action stated that 35 U.S.C. 102(b) rejection of claims 12 to 14, 
20 and 27 being anticipated by Schlaeppi et al. has been withdrawn due to 
applicants' amendment in response of 3/16/2004. 

The Office Action stated that the 35 U.S.C. 102(e) rejection of claims 12 to 
14, 16, 17 and 23 to 27 being anticipated by Olivieri et al. has been withdrawn 
due to applicants' amendment in response of 3/16/2004. 
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The Office Action stated that the 35 U.S.C. 103(a) rejection of claims16, 
17, and 21 to 26 over Schiaeppi et al. in view of Olivieri et al. has been withdrawn 
due to applicants' amendment in response of 3/16/2004. 

The Office Action stated that the 35 U.S.C. 103(a) rejection of claims 20 to 
22 over Olivieri et al. in view of Schiaeppi et al. has been withdrawn. 

The Office Action stated that Applicants arguments with respect to claims 
12 to 27 and 20 to 27 have been considered but are moot in view of the new 
ground(s) of rejection. Claim 1 5 was earlier cancelled. 

The Office Action stated that the amendment, filed on 3/16/2004, has 
been objected under 35 U.S.C. 132 because it introduces new matter into the 
disclosure. Applicants traverse this objection. 

The Office Action stated that 35 U.S.C. 132 states that no amendment 
shall introduce new matter into the disclosure of the invention. No new matter 
has been inserted into the claims. 

The Office Action stated that the added material which is not supported by 
the original disclosure is as follows: The amendment in the specification of 
8/18/2003, 9/05/2003, and 3/16/2004 introduces new subject matter which was 
not supported by the original disclosure. Applicants traverse this statement as 
the original disclosure including the drawings supports such amendment to the 
specification, and the Examiner has not factually shown otherwise in the record. 

To advance the examination/presentation of this application, applicants 
have cancelled such subject matter from the specification (and the claims). 

This objection should be withdrawn. 
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Claim 12 has been rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. Applicants traverse 
this rejection. 

The Office Action states: that the claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was 
filed, had possession of the claimed invention; and that the new matter is 
considered as being 'cutting the perforations completely through a film that is to 
be pre-cut plastic layer and in such a manner that rim around each of both 
openings of each perforation is flat and in plane associated surface of the film." 
Applicants traverse this statement. 

To advance the examination/prosecution of this application, applicants 
have cancelled such subject matter from Claim 12. 

This rejection should be withdrawn. 

Claims 12 to 14, 20 and 27 have been rejected under 35 U.S.C. 103(a) as 
being unpatentable over Schlaeppi et al. (EP 0596747). Applicants traverse this 
rejection. 

Applicants claimed method invention requires the providing of a notch in 
one edge of the multi-layer packaging film in the region of the perforations for 
initiating tearing along the tear line. 

The Office Action stated that Schlaeppi et al. fails to disclose a notch for 
initiating tearing in the region of the perforations wherein the packaging being 
easy to open by means of the tear line. Schlaeppi et al. not only did not disclose 
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the use of a notch, Schlaeppi et al. taught away from the use of a notch because 
of problems associated with the use of notches. The use of a notch is clearly, 
and purposely, outside of the scope of the Schlaeppi et al. Schlaeppi et al. set 
out, in its prior art section, the problem with, the prior art use of notches which 
Schlaeppi et al. sought to avoid by its invention. The insertion of a notch into the 
Schlaeppie et al. method invention would destroy one of the very purposes and 
basis of the Schlaeppi et al. method by incorporating therein a cause of one of 
the very prior art problems which Schlaeppi et al. sought to avoid. 

The Examiner's attempt to insert a notch into the Schlaeppi et al. method 
is forbidden hindsight, an unjustified ignoring of the negative teaching of 
Schlaeppi et al., and the insertion into the Schlaeppi et al. method which 
Schlaeppi et al. sought to avoid. 

Schlaeppi et al. set out, in its prior art section, the prior art problems that 
the Schlaeppi et al. invention was made to avoid and/or overcome. 
Schlaeppi et al. states: 

Many efforts have been made, particularly in the food 
industry, to increase the ease of opening a consumer oriented 
plastic package. These include various methods to initiate a tear in 
the package and to utilize tearing of a package wall along a 
predetermined tear line to provide access to the contents of a 
package. There are several ways in which to initiate such a tear, 
such as by the inclusion of tear notches, edge perforations, 
serrations in the seals, tear strips and laser etching . Most of these 
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methods fully penetrate the film thickness and are limited to 
providing tear lines in the seaied area. Often, tear notches end up 
in the area of the product receiving chamber due to manufacturing 
malfunctions. This results in the package's integrity being 
compromised and product spoilage and/or leakage occurring. " 
[Emphasis supplied] [Col. 1, lines 4 to 19] 
Schlaeppi et al. does not disclose use of a notch in its invention, and, in fact, 
teaches away from the use of a notch in its invention. Schlaeppi et al. clearly 
directs one ordinarily skilled in the art away from the use of a notch and the 
problems that it attributes to notches. 

The Office Action stated that Schlaeppi et al. teaches that it is notoriously 
well known in the art to provide a notch for initiating tearing in the region of the 
perforations wherein the packaging being easy to open by means of the tear line 
(col. 1 , lines 10 to 13). This statement is misleading because Schlaeppi et al. 
only described the use of notches in its prior art section, and set out the problem 
with notches. Note that Schlaeppi et al. clearly avoided the use of notches and 
the described problem caused by notches. 

The Office Action stated that, however, even though Schlaeppi et al. 
teaches that notches resulting the package's integrity being compromised and 
product spoilage and/or leakage occurring, col. 1 lines 15 to 16, explicitly states 
that the tear notches end up in the area of the product receiving chamber due to 
manufacturing malfunctions. Schlaeppi et al.'s prior art section described the 
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problem caused by notches and Schlaeppi et al. clearly avoided notches in its 
invention. 

The Office Action stated that manufacturing malfunctions is the only 
reason taught by Schlaeppie et al. to stay away from providing notches in 
packages, hence if no manufacturing malfunctions occurred than no other reason 
would stay Schlaeppi et al. from providing notches in the invention. This 
statement has nothing to do with Section 103(a) , that requires facts, and is an 
unsuccessful attempt to avoid the Schlaeppi et al. teaching that notches in the 
prior art caused problems due to manufacturing malfunctions. It is unrealistic to 
speak of "if no manufacturing malfunctions occurred" because the Schlaeppi et 
al. invention does not use notches, and there is no reasons other than forbidden 
hindsight to try to insert notches into Schlaeppi et al. to see if there were any 
notch manufacturing malfunctions because one of the purposes of Schlaeppi et 
al. was to avoid the problem caused by notch use. 

The Office Action stated that therefore, it would have been obvious to one 
having ordinary skill in the art at the time applicants' invention was made to 
provide a notoriously well known notch in order to initiate a tear in a package in 
absence of manufacturing malfunctions of the product. Applicants traverse this 
statement as being clearly in error and baseless in fact. Schlaeppi et al. said that 
notches were used in the prior art, that a problem occurred with the use of 
notches, and avoided the use of notches at any cost. Schlaeppi et al. said that 
notch manufacturing malfunctions do occur and then made its invention to avoid 
the possibility of any such problem occurring with its invention. Section 103(a) 
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requires facts, not unfounded speculation and forbidden hindsight by the 
Examiner. 

The Examiner has not factually established in the record a prima facie 
showing of obviousness. 

This rejection should be withdrawn. 

Claims 16, 17 and 21 have been rejected under 35 U.S.C. 103(a) as being 
unpatentable over Schlaeppi et al. in view of Olivieri et al. (U.S. Patent No. 
6,427,420). Applicants traverse this rejection. 

Applicants' application states: 

"That objective is achieved by way of the invention in that the 
perforations are cut into a surface layer which is in the form of a film 
and the said cut film is joined to further layers to make up a 
composite film ." [Emphasis supplied] [Page 2, lines 14 to 16] 

"As the perforations are created before production of the 
multi layer composite film, penetration of the packaging film is 
excluded from the start." [Emphasis supplied] [Page 2, lines 19 and 
20] 

"The production of the packaging film shown in figure 1 is 
such that first the inner layer 14 is available in strip form and lines 
of perforations 18 are cut into it using a cutting device. The pre-cut 
inner layer 14 is the joined to the outer layer 12 to make the 
packaging film 10. [Emphasis Supplied] [Page 3, lines 26 to 29] 
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"...the perforations (18, 18') are cut into a surface layer 

which is in the form of a film (14) and the said pre-cut film (14) is 
joined to the other layers (12) to make up a composite film (10)." 
[Emphasis supplied] [Page 5, lines 7 to 10] 

". . . the perforations (18, 18') are cut into a surface layer 
which is in the form of a film (14) and the said pre-cut film (14) is 
joined to the other layers (12) to make up a composite film (10)." 
[Emphasis supplied] [Abstract, lines 5 to 7] 
Olivieri et al. only discloses forming perforations in a lower plastic layer (or lower 
plastic layers) of an already formed multilayer film after the multilayer film has 
been formed. Furthermore, the multilayer film of Olivieri et al. has to have a 
central layer of a light-metal, e.g., aluminum. Olivieri et al. only discloses form 
the lines of perforations by the use of laser beam, with the laser beam being 
"reflected totally by the light-metal central layer. In this manner the cut 
perforations extend generally to the central metal layer. 

Nowhere does Olivieri et al. disclose the use of a knife, rotatable disc 
blade or the like. The control of the depth of cut such a knife or disc blade 
cannot be controlled with the microaccuracy necessary so as to not cut or 
damage the central metal layer of Olivieri et al. and to generally provide cut 
perforations that extend to the central metal layer. 
Olivieri et al. states: 

More especially, according to the invention, there is provided 
a method for the manufacture of a pack, particularly intended for 
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undergoing preservation treatment, from at least one film 
comprising two plastic layers, an upper and a lower, which form the 
outer and inner faces of the said pack, and a light-metal central 
layer sandwiched between the said upper and lower layers . It is 
characterized in that, prior to the operations to make the said pack, 
a laser beam is applied solely to the lower layer of the said film, the 
said lower layer forming the inner face of the said pack, in order to 
produce, virtually in the entire thickness of the said lower layer, at 
least on perforation forming at least one precut liner." [Emphasis 
supplied] [Page 4, lines 7 to 20] 

"Thus, according to the invention, the lower film layer 
forming the inner face of the pack is embrittled along a defined line 
by the application of a laser beam . The laser beam is absorbed by 
the plastics forming the lower layer of the film and is reflected totally 
by the light-metal central layer. In the region of the impact of the 
incident beam, the materials are heated, melt and evaporate. The 
results in a perforation of the lower layer as fare as the light-metal 
layer along the laser beam application line." [Emphasis supplied] 
[Page 4, lines 26 to 35]. 

"...at least one precut line is produced in the entire thickness 
of the lower layer of the film, there may be provision for this precut 
line to be made over the entire width of the film." [Page 5, lines 33 
to 36] 
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"... the laser beam is then applied, at specific locations on 
the said film, solely to the lower layer of the iatter, in order to 
produce at each specific location, virtually in the entire thickness of 
the said lower layer, at least one perforation forming at least one 
precut line." [Page 7, lines 11 to 15] 

"...a laser beam is applied solely to the lower layer of the 
said film, the said lower layer forming the inner face of the said 
pack, in order to produce, in the entire thickness of the said lower 
layer, at least one perforation forming at least one precut line." 
[Page 12, lines 18 to 23] 

"In this case, the laser beam 1 , 2 is applied, at specific 
locations on the film, solely to the lower layer of the latter , in order 
to produce at each specific location on the said film 1 0, in the entire 
thickness of the said lower layer, at least one succession of 
microperforations or a single continuous perforation, forming at 
least one precut line." [Emphasis supplied] [Page 16, lines 1 to 7] 

" Method for the manufacture of a pack, particularly intended 
for undergoing preservation treatment, from at least one film (10). 
comprising two plastic layers, an upper (11) and a lower (12). which 
form the outer and inner faces of the said pack, and a light-metal 
central layer (13) sandwiched between the said upper (11) and 
lower (12) layers , characterized in that, prior to the operations to 
make the said pack, a laser beam is applied solely to the lower 
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layer (12) of the said film (10) , the said lower layer forming the inner 
face of the said pack, in order to produce, virtually in the entire 
thickness of the said lower layer (12), at least one perforation (14) 
forming at least one precut line." [Emphasis supplied] [Claim 1 , 
lines 1 to 13] 

"The invention relates to a method for the manufacture of a 
pack particularly intended for undergoing preservation treatment, 
from at least one film (10) comprising two plastic layers, an upper 
(11) and a lower (12), which form the outer and inner faces of said 
packa, and a light-metal central layer (13) sandwiched between 
said upper and lower layers. According to the invention, prior to the 
operations to make said pack, a laser beam is applied solely to the 
lower layer of said film, such lower layer forming the inner face of 
said pack. In order to produce, virtually in the entire thickness of 
said lower layer , at least one perforation (14) forming at least one 
precut line." [Emphasis supplied][Abstract, lines 1 to 51 
All of the teachings/disclosures of a prior art rejection reference must be 
considered and cannot be ignored without compelling facts and/or reasons in the 
record. There are no such compelling facts and/or reasons in the record. 

Since Olivieri et al. laser cuts a lower layer after the multi-layer film has 
been formed, there are conflicting and contradictory teachings in the record. The 
Examiner has not factually established in the record why one ordinarily skilled in 
the art would not be drawn to the laser cutting of a lower layer of the multi-layer 
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film. Choice between Schlaeppi et al. and Olivieri et al. in this area would only be 
speculation and hindsight. Section 103(a) requires facts. 

Schlaeppi et al. teaches that, in the prior art , notch manufacturing 
malfunctions occurred that resulted in serious problems. The Schlaeppi et al. 
invention assiduously avoids notches. The Examiner has not factually shown in 
the record why one ordinarily skilled in the art would insert the notches of Olivieri 
et al. into the Schlaeppi et al. invention as Schlaeppi et al. avoided notches and 
explained why in its prior art sections. 

The Examiner has not carried his burden of proof under Section 103(a). 
The Examiner has not factually established in the record a prima facie showing of 
obviousness. 

The Examiner has not established in the record that both rejections 
references can be combined in the quest for applicants' claimed invention. 
This rejection should be withdrawn. 

Claims 12 to 14, 17 and 20 to 27 have been rejected under 35 U.S.C. 
103(a) as being unpatentable over Olivieri et al. (U.S. Patent NO. 6,427,420) in 
view of Schlaeppi et al. (EP 0596747). Applicants traverse this rejection. 

It is impermissible within the framework of Section 103(a) to pick and 
choose from any one reference only so much of it as will support a given 
position, to the exclusion of other parts necessary to the full appreciation of what 
such reference fairly suggest to one of ordinary skill in the art. [In re Wesslau, 
147 USPQ 391 , 393, (C.C.P.A. 1 965). 
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Applicants claimed invention involves cutting perforations in a single 
plastic layer before it is combined with another plastic layer(s) to form the multi- 
layered film. Olivierie et al., therefore, directs one ordinarily skilled in the art 
away from applicants' claimed process. Schlaeppi et al. does not use a notch. 

All of the teachings/disclosure of a prior art rejection reference must be 
considered and cannot be ignored without compelling facts and/or reasons in the 
record. There are no such compelling facts and/or reasons in the record. 

Since Olivieri et al. laser cuts a lower layer after the multi-layer film has 
been formed, there are conflicting and contradictory teachings in the record. The 
Examiner has not factually established in the record why one ordinarily skilled in 
the art would not be drawn to the laser cutting of a lower layer of the multi-layer 
film. Choice between Schlaeppi et al. and Olivieri et al. in this area would only be 
speculation and hindsight. Section 103(a) requires facts. 

Schlaeppi et al. teaches that, in the prior art to it, notch manufacturing 
malfunctions occurred that resulted in serious problems. The Schlaeppi et al. 
invention assiduously avoids notches. The Examiner has not factually shown in 
the record why one ordinarily skilled in the art would insert the notches of Olivieri 
et al. into the Schlaeppi et al. avoided notches and explained why in its prior art 
section. 

Insertion of Schlaeppi et al. into Olivieri et al. results in no notches in 
Olivieri et al.'s laser cutting of a lower layer after the multi-layer film has been 
formed. Olivieri et al. requires laser cutting perforations only after formation of 
the multi-layer film. Schlaeppi et al. does not use notches because the prior use 
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of notches resulted in a serious problem due to manufacturing malfunctions and 
sought to avoid such problem. 

The Examiner has not carried his burden of proof under Section 103(a). 
The Examiner has not factually established in the record a prima facie showing of 
obviousness. 

The Examiner has not established in the record that both rejection 
. references can be combined in the quest for applicants' claimed invention. 

Reconsideration, reexamination and allowance of the claims are 
requested. 
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